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REMARKS 

In reply to applicants' response of 7/14/2005, the Office prepared a new office action mailed 
10/7/2005, it which it is alleged that applicants* response was not fully responsive as required by 
37 CFR Llll, because "applicant failed to point out any limitation or limitations which are 
believed to be unobvious over the claims of Applications 10/043426 and 10/044144" nor 
"present any rationale as to why such limitations are unobvious over the claims" of those 
applications. 



The Office proceeds under a misunderstanding of 37 CFR Llll. The requirement forwarded by 
the Office relates to the requirement of 37 CFR 1 . 1 11 (c), which reads: 

(c) In amending in reply to a rejection of claims in an application or patent under 
reexamination, the applicant or patent owner must clearly point out the patentable 
novelty which he or she thinks the claims present in view of the state of the art 
disclosed bv the refere nces cited or the objections made . The applicant or patent 
owner must also show how the amendment s avoid such references or obicctions . 

The interpretation of the OfBce is erroneous, first because the claims of applications 10/043426 
and 10/044144 are not representative of the state of the art either at the time this application was 
filed or at the time the inventions were made. Because the requirement of 37 CFR 1.111 referred 
to by the Office refers to the "state of the art", this requirement can only apply to rejections under 
35 U.S.C. §§ 102 or 103, and is not applicable to rejections for double patenting. Indeed, in the 
applicants' view, if they were to provide the response requested by the office, that could be 
construed as an admission that the claims of applications 10/043426 and 10/044144 are prior art. 
Applicants decline to make that admissioa 



Second, with regard to the "rationale" requirement put forth by the Office (presumably referring 
to the last sentence of 37 CFR 1.111(c)), applicants are not required to demonstrate why 
particular limitations are unobvious, but rather applicants must "also show how the amendments 
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avoid such references or objections". 

In applicants prior response of 7/14/2005 the following statements were made: 

"All of new claims 22-40 include limitations referencing either a priority 
assignment or preferential transmission order of messages, or both." (p. 20, 
followed by discussion of specific claims language.) 

Applicants have canceled claims 1-21, rendering this provisional rejection moot. 
Applicants have provided new claims 22-40 which include at least one element 
believed to be unobvious over the claims of Application No. 10/043,426." (p. 22) 

"Applicants have canceled claims 1-21, rendering this provisional rejection moot. 
Applicants have provided new claims 22-40 which include at least one element 
believed to be unobvious over the claims of Application No. 10/044,1 14." (p. 22) 

Applicants did not set forth all claim elements that are unobvious over flie claims of the other 
applications, and applicants are not required by 37 CFR 1 .1 11 to do so. Applicants did, however, 
state that all of new claims 22-40 reference either a priority assignment or preferential 
transmission order of messages. A comparison of these claims against the pending claims (as 
amended) of the other applications will reveal the absence of those claun elements, making the 
claims of this application at least an unobvious variation (see MPEP §804 1I(B)1 on p. 800-21.) 
To the ejctent that 37 CFR 1.111 was not met by applicants' prior response, the showing under 37 
CFR 1.111 'Tiow the amendments avoid such references or objections" is now complete. 

In the office action of 3/1 8/2005 the Office did not put forward sufficient grounds to support the 
obviousness-type double patenting rejections. Such a rejection parallels a rejection under 35 
U.S.C. 103, with the exception that a patent or patent application is used rather than a reference 
in the prior art (MPEP §804(IIXBX1), 2^ paragraph and §804 (III)). The Office provided only 
the blanket grounds that "although the confficting claims are not identical, they are not patentably 
distinct from each other." The Office did compare originally filed claims 17 and 26 with certain 
of the claims of the other applications, with allegations that the claims are dkected to . 
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"substantially identical" inventions or "substantially incorporates" the limitations of other claims. 
Such a comparison might be sufficient to support a statutory-type double patenting rejection for 
the claims that were compared, where the same invention was claimed in two independent 
applications. Applicants cannot say what "substantially similar" means in the obviousness-type 
double patenting context, as it is not clear where that standard originates, from or how it would 
apply. Even if the claims incorporate "substantially similar" or even identical limitations, that is 
not sufficient grounds to support an obviousness-type double patenting rejection where one of the 
claims includes other limitations that have not been shown to be obvious over the lunitations of a 
claim in a different patent or patent application. 



To support its rejection, the Office must provide a prima facie case of obviousness for each claim 
alleged to be obvious over the claims of another application, which requkes the showing of one- 
way obviousness discussed in MPEP §804 n(B)l(a): 



If the application at issue is the later filed application or both are filed onthe same 
dsY, only a one-way delCTmination of obviousness is needed in resolving the issue 
of double patenting, i.e., whether the invention defined in a claim in the 
application *>would have been< an obv ious variation of the invention defined in 
a claim in the patent. See, e.g., In re Berg, >140 F.3d 1438,< 46 USPQ2d 1226 
(Fed. Cir. 1998) (the court applied a one-way test where both applications were 
filed the same day). If a claimed invention in the application *>would have been< 
obvious over a claimed invention in the patent, there would be an unjustified 
time wise extension of the patent and an obvious-type double patenting rejection is 
proper. Unless a cl aimed invention in the aonlication *>would have been< 
obvious over a claimed in vention in the patent no double patenting rejection of 
the obvious-tvpe shoul d be made, but this does not necessarily preclude a 
rejection based on another type of nonstatutory double patenting (see MPEP § 
804, paragraph II.B.2. below). 

Applicants believe that MPEP §804 n(B)2 does not apply under these circumstances, because 
granting two or all three of applicants* applications would not result in a substantia] patent term 



extension. 
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Therefore, for each claim rejection which obviousness-type double patenting is asserted, the 
Office must show the elements of a prima facie case of obviousness described in MPEP § 2142, 
page 2100-134 of (1) a motivation to combine the claims elements and (2) a reasonable 
expectation of success (the third requirement of teaching or suggestion of all the claims 
limitations is moot, as the claims limitations are considered to be disclosed in the claims 
themselves.) Applicants remind that it is not enough to show that the additional claims 
limitations can be combined (MPEP § 2143.01(III-IV), p. 2100-137) or that the combmation is 
taught by the instant applications filed on the same date (showing only that the combination was 
known to the inventors but not within the knowledge of persons of ordinary skill in the art.) 

Because the cited grounds were not sufficiently particular to support a rejection of obviousness- 
type double patenting, applicants could not say whether the inclusion of particular limitations of 
the claims as amended avoided the rejections, and therefore did not make a particular statement 
under 37 CFR 1.111(c). Should the OfiBce provide more detailed and sufScient grounds of 
rejection, applicants can reply with the particularity that seems to have been expected, 

37 CFR 1.104 and 1.1 1 1 set forth a procedure of examination for all applications. The Office is 
to provide grounds of rejection, and the applicant is to rebut by specifically pointing out the 
supposed errors in the examiner's action. The burden of forming and disclosing grounds of 
rejection is therefore on the Office, and not the applicant(s). (It would be absurd to require an 
appUcant to write a rejection for his own application.) When the Office does not supjwrt its 
rejections with sufficient grounds, the applicant(s) are left to guess what the position of the 
Office is. Applicants therefore appreciate the efforts of the Office in providing detailed and 
complete grounds for each rejection made. 

Finally, applicants are not averse to the filing of a terminal disclaimer, if it is necessary. At this 
time, none of the trio of applicants' appUcations have been allowed or issued, and the filing of a 
terminal disclaimer at this time would only serve to unnecessarily shorten the terms of patents for 
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which tenn extensions would apply. Applicants therefore request that this provisional rejection 
be withdrawn without prejudice, and should claims be identified that would be allowable but for 
the issue of obviousness-type double patenting, the Office can re-assert the rejection providing 
grounds as appropriate. 

The applicant's representative is available at the telephone number below, should there be any 
questions. 

Respectfully submitted this ^^ay of November, 2005. 




Everett D. Robinson 
Reg. No. 50.911 
PARSONS, BEHLE & LATIMER 
201 South Main Street Suite 1800 
P.O. Box 45898 
Salt Lake City, UT 84145-0898 
(801) 536-6724 
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CERTIFICATE OF MAILING 

□ I hereby certify that this correspondence is being deposited with the United States Postal Service 
"Express Mail Post Office to Addressee" service under 37 CFR 1.10 with sufficient postage and is 
addressed to: 

□ I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
Mail Stop Amendment 
P.O. Box 1450 
Alexandria, VA 22313-1450 



on 



Typed or printed name of person signing this certificate: 
□ Everett D. Robinson □ 



Signature, 



CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted the United States Patent and 
Trademaric Office, 



Fax No. (571) 273-8300 □ Fax No. ( ) . 



on A/<V. 5 



Typed or printed name of person signing this certificate: 
^ Everett D. Robinson □ 



Signatur 
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